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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 25 June 2007 . 
2a)El This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1^8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) [X] Claim(s) 1^8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) E3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)g] All b)D Some * c)D None of: 

1 .E3 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)), 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

1 . This Office Action follows a response filed on June 25, 2007. No claims have 
been amended, cancelled or added. 

2. Claims 1-8 are active. 

Specification 

3. The disclosure is objected to because of the following informalities: Table 1 
(page 18) is empty. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

4. The text of this section of Title 35 U.S.C. not included in this action can be found 
in a prior Office Action. 

5. Claims 1-8 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Chiefar et al. (WO 99/31 144 A1) in view Egraz et al. (U.S. Patent 6,063,884), for the 
rationale recited in paragraph 5 of Office Action dated on March 23, 2007, and 
comments below. 



Response to Arguments 

6. Applicants traverse double patenting rejection and the rejection under 35 U.S.C. 
§ 103(a) of claims 1-8 as being unpatentable over Chiefair et al. (WO 99/31 144 A1) in 
view Egraz et al. (U.S. Patent 6,063,884). Applicant's arguments have been fully 
considered but they are not persuasive. 
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7. In response to Applicants arguments that 1 ) none of Cheifair et ,al. and Egraz et 
al. disclose or suggest synthesizing In situ" of the hydrosoluble transfer agent (page 5, 
2 nd paragraph); 2) the chain transfer agents of Chiefair are not water soluble (pages 5-6, 
the bridging paragraph), and 3) Chiefair does not disclose that the reactive. media for 
homopolymerization is an aqueous solution, but the second reference of Egraz cures 
the last issue (page 6, the last paragraph), it is noted the following. 

With regard to the limitations of instant claims 1-4 and 6-8, Chiefair discloses a 
free radical polymerization process for synthesizing polymers. The process utilizes 
sulfur based chain transfer agents and is widely compatible over a range of monomers 
and reaction conditions. The process produces novel polymers having low 
polydispersity and predictable specific polymer architecture and molecular weight. The 
polymers are suitable for use as binders in automobile OEM and refinish coating 
(abstract). 

The process is in batch or semi-batch mode and comprises two stages, the first 
of which is synthesizing a transfer agent used in the second stage of polymerization 
(page 7, lines 23-25; page 26, lines 20-22; examples, page 34-64). 

As to Applicants notes, there are two remaining differences between Chiefair's 
polymerization process with living characteristics and instantly claimed process for 
controlled radical homopolymerization. 

The first difference between the polymerization process with living characteristics 
disclosed by Chiefair and instantly claimed process for controlled radical 
homopolymerization is that there is no synthesizing "in situ" a hydrosoluble transfer 
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agent in Chiefair's process. However, since applicant does not demonstrate the 
criticality of synthesizing "in situ" a hydrosoluble transfer agent, the selection of any 
order of performing process step is prima facie obvious in the absence of unexpected 
results. In re Burhans , 154 F.2d 690, 69 USPQ 330 (CCPA 1946) and Selection of any 
order of mixing ingredients is prima facie obvious. In re Gibson 39 
F. 2d 975. 5 USPQ 230 (CCPA). See MPEP § 2144.04 

As to Applicants argument that the second difference between the polymerization 
process disclosed by Chiefair and that claimed by applicant is that the chain transfer 
agents of Chiefair are not water soluble, it is noted that the process can be carried out in 
emulsion, solution or suspension in either a batch, semi-batch, continues, or feed mode 
(page 26, lines 20-21). For solution polymerization, the polymerization medium can be 
chosen from a wide range of media to suit the monomer(s) being used (page 27, lines 
7-8). It is worth to mention that the reactive media of the first stage of synthesis of the 
transfer agent include water (Procedure 1, page 35, line 32; example 2, page 36, lines 
13-14, examples 10 and 11, page 41, etc.), and the amount of chain transfer agents, 
index polydispersity and molecular weight of the obtained polymers are within the 
claimed ranges in the most examples (Examples 15-52, pages 45-62). 

Chiefair clearly discloses that advantages of his invention are that it is suitable for 
the producing water born polymers that are water soluble or water dispersible, and it is 
suitable for producing solvent born polymers that are solvent soluble or solvent 
dispersible (page 8, lines 1-4). 
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Therefore, it is the examiner position that the chain transfer agents of Chiefair 
composition possess this property (e.g., they are water soluble). Since the USPTO does 
not have equipment to do the analytical test, the burden is now shifted to the applicant 
to prove otherwise. In re Best 195 USPQ 430, (CCPA 1977). 

Even assuming that the claims are not anticipated by the reference, it would have 
been obvious to one of ordinary skill in the art to make the polymer using the claimed 
process because it appears that the reference generically embrace the claimed subject 
matter and the person of ordinary skill in the art would have expected all embodiments 
of the reference to work. Applicants have not demonstrated that the differences, if any, 
between the claimed subject matter and the subject matter of the prior art examples 
give rise to unexpected products. 

8. In the light of the discussion above, the rejection of record has not been 
withdrawn. The rejection remains in force. 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bernshteyn whose telephone number is 571- 
272-241 1 . The examiner can normally be reached on M-F 8-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Michael Bernshteyn 
Patent Examiner 
Art Unit 1713 
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DAVID W. WU 
SUPERViSORy POTENT EXAMINER 
7EOJN0L0GY CENTER 1 700 



